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REMARKS 

In the Office Action mailed February 12, 2007, the following issues were raised: 

1 . The Office Action was made Final; 

2. Claims 1 -8, 1 0-1 8, 22, 28-41 , 43-47, 49-58, 62, 67, and 81-82 were 
rejected under 35 U.S.C. § 103(b) as being obvious over U.S. Patent No. 5,343,490 to 
McCall in view of U.S. Patent Publication No. 2002001861 1 in the names of Maleki et 
al; 

3. Claims 1 9 and 48 were rejected under 35 U.S.C. § 1 03(b) as being 
obvious over the McCall and Maleki et al. references in view of the article entitled "High- 
Q Wet-etched GaAs Microdisks Containing InAs Quantum Boxes" by Gayral et al.; 

4. Claims 21-21 and 60-61 were rejected under 35 U.S.C. § 103(b) as being 
obvious over the McCall and Maleki et al. references in view of the article entitled 
"Observation of Enhanced Photoluminescence in Erbium-Doped Semiconductor 
Microdisk Resonator" by Chu et al.; and 

5. Claims 78 and 79 were rejected under 35 U.S.C. § 103(b) as being 
obvious over the McCall and Maleki et al. references in view of the article entitled 
"Protein Detection by Optical Shift of a Resonant Micro-Cavity" by Vollmer et al. 

The undersigned spoke by telephone with Examiner Van Roy on April 12, 2007 
concerning the Finality of the Office Action. The Examiner and the undersigned agreed 
that rejections asserted in the previous Office Action hade been withdrawn and that new 
rejections were now being asserted. As a result, the Examiner indicated that the status 
of the present Office Action would be changed to non-final. 

Each of the obviousness rejections included in the Office Action are based, at 
least in part, on the Maleki et al. reference. Common ownership of a reference and the 
invention claimed in an application, at the time the invention was made, disqualifies the 
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reference as prior art for purposes of 103(b) so long as the reference would qualify as 
prior art only under one or more of 102(e), 102(f), or 102(g). See 35 U.S.C. § 103(c); 
See alsoMPEP§706.02(l)(1). 

The Maleki et al. reference does not qualify as 102(a) prior art. It also does not 
qualify as 102(b) prior art because it was published on February 14, 2002, less than one 
year before the priority date of the present application, which is October 2, 2002. The 
Maleki et al. reference also does not qualify as prior art under 102(f) or 102(g). The 
basis of Maleki et al. as prior art must therefore be 102(e). 

Applicant submits the Declaration of Adam Cochran as evidence of common 
ownership of the Maleki et al. reference and the inventions disclosed in the present 
application. The Cochran Declaration establishes that the Maleki et al. reference was 
assigned to the California Institute of Technology ("Caltech") in an assignment recorded 
with the United States Patent & Trademark Office on August 27, 2001 at Reel 121 15, 
Frame 0428. Further, the Cochran Declaration establishes that the inventors named in 
the present application were under an obligation to assign their inventions to Caltech at 
all times pertinent to the conception and reduction to practice of the inventions disclosed 
therein and at the time of filing U.S. Provisional Application Serial No. 60/415,412, to 
which the present application claims priority. Caltech was thus the common owner of 
the Maleki et al. reference and the inventions disclosed in the present application at the 
time invention of the subject matter in the present application was made. The Maleki et 
al. reference is therefore not appropriately cited as prior art under 35 U.S.C. § 103(a). 

The remaining cited references are insufficient to establish a prima facie case of 
obviousness in the absence of the Maleki et al. reference. Applicants have therefore 
traversed all obviousness rejections put forth in the Office Action. 
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In view of the above, Applicants submit that all claims currently pending in the 
present application are in condition for allowance and such is earnestly solicited. 



Connolly Bove Lodge & Hutz LLP 
Wells Fargo Center 
South Tower, Suite 3150 
355 South Grand Avenue 
Los Angeles, California 90071 
(213) 787-2500 



Respectfully submitted, 



Connolly Bove Lodge & Hutz LLP 



DATE: April 17,2007 




David M. Morse 
Reg. No. 50,505 
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